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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
September 17, 2008 has been entered. 

Claim Interpretation 

2. Claims 1 , 3 to 5, 8 and 1 1 recite, "crystals having an average size. . .of at least 30 
nm" (for example, claim 1 , lines 4 and 5, emphasis added by the Examiner). In view of 
the fact that these claims recite a minimum crystal size with no upper limit, these claims 
encompass any crystal size of 30 nm or greater, for example 50 nm,...50 microns, 150 
microns, 200 microns, etc. 

3. Claim 1, recites, "said metal magnetic powder including particles... 20 microns" 
(emphasis added by the Examiner). In view of the definition of the open terminology 
"including", used in the claims, applicants claims are considered to be open to any 
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additional powder particles in any amount having any non-claimed crystal size and 
crystal grain size; 

The transitional term "comprising", which 
is synonymous with "including," "containing," 
or "characterized by," is inclusive or 
open-ended and does not exclude additional, 
unrecited elements or method steps. See, 
e.g., >Mars Inc. v. H.J. Heinz Co., 377 
F.3d 1369, 1376, 71 USPQ2d 1837, 1843 
(Fed. Cir. 2004) 

See MPEP 21 1 1 .03. Thus, the claims are not limited to powders having the recited 
crystal characteristics, but rather the claims encompass powders containing some 
powder, even in a very minor amount, that possess the recited crystal size and crystal 
grain size. In view of the use of the plural, "particles", the claims require the presence 
of only 2 particles having the recited crystal characteristics. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1, 3 to 5, 8 and 11 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

I. Claims 1 , 3 to 5, 8 and 1 1 recite, " crystals having an average 
size... of at least 30 nm" (for example, claim 1, lines 4 and 5, emphasis added by 
the Examiner). In view of the fact that these claims recite a minimum crystal size 
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with no upper limit, these claims encompass any crystal size of 30 nm or greater, 
for example 50 nm,...50 microns, 150 microns, 200 microns, etc. On the other 
hand, claims 1 , 3 to 5, 8 and 1 1 recite, crystal grains "having an average size, of 
between 10 and 20 microns" (for example, claim 1, the last line, emphasis added 
by the Examiner). Thus, the crystal size and the crystal grain size limitations are 
inconsistent in that the recited upper limit regarding the crystal size exceeds the 
claimed upper limit of the crystal grain size . In view of this inconsistency, it is not 
clear what crystal characteristics are encompassed or not encompassed by the 
instant claims. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1, 3 to 5, 8, 11 and 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable overTsukada et al. (Tsukada '636, US Patent No. 5,800,636, cited by the 
Examiner). 

Tsukada '636 teaches a soft magnetic iron powder with a particle size of 75 to 
200 microns (column 6, lines 26 to 32) that is encompassed by the claims. Tsukada 
'636 teaches that the disclosed iron powder is used to make cores (column 2, lines 30 to 
36) as recited in applicants' claim 5. Tsukada '636 teaches that the disclosed iron 
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powder is coated with a binder and an insulator (column 2, lines 30 to 36, column 9, 
lines 60 to 65 and Example 1 ) as recited in each of claims 3 and 4. The binder taught 
by Tsukada '636 provides insulation as recited in claim 1 1 (column 9, lines 62 to 65). 
Tsukada '636's insulation/binder has a thickness of 50 to 160 nm (0.02 to 0.16 microns) 
which is encompassed by applicants' claim 11 (column 9, lines 61 and 62). 

The claims and Tsukada '636 differ in that Tsukada '636 is silent with respect to 
the average crystal size and the average crystal grain size and thus does not limit the 
crystal size and crystal grain size of the disclosed metal powder. 

However one of ordinary skill in the art at the time the invention was made would 
have considered the invention to have been obvious. As set forth above under the 
heading, "Claim Interpretation", the claims require the presence of only 2 particles 
having the recited crystal characteristics. Further, as set forth above in the rejection 
under 35 U.S.C. 112, the claims are inconsistent regarding the crystal size and the 
crystal gain size and thus it is not clear what is and what is not encompassed by the 
claims. In view of this, the claims do not necessarily distinguish over the powder 
taught by Tsukada '636. 



Response to Arguments 

8. Applicant's arguments filed September 17, 2008 have been fully considered but 
they are not persuasive. 

Applicants' arguments regarding Tsukada '636 are not persuasive. As set forth 
above under the heading, "Claim Interpretation", the claims require the presence of only 
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2 particles having the recited crystal characteristics. Further, as set forth above in the 

rejection under 35 U.S.C. 112, the claims are inconsistent regarding the crystal size and 

the crystal gain size and thus it is not clear what is and what is not encompassed by the 

claims. In view of this, the claims do not necessarily distinguish over the powder 

taught by Tsukada '636. 

Applicants' arguments that Tsukada '636's teaching that the heat treatment 

affects the grain size and that Tsukada '636 and applicants' heat treatments are not the 

same are not persuasive. Tsukada '636 teaches the consequences of employing 

heating temperatures below Tsukada '636's disclosed range (column 8, lines 16 to 20). 

The teachings of a reference encompass all that is taught in a complete reading of the 

reference and are not limited to the preferred embodiments but rather include the 

nonpreferred embodiments and even embodiments that are unsatisfactory for the 

intended purpose; 

"All the disclosures in a reference must be evaluated 
for what they fairly teach one of ordinary skill in the 
art. ...this court... affirmed rejections based on art 
phrased in terms of a non-preferred embodiment or as 
being unsatisfactory for the intended purpose." In re 
Boe, 148 USPQ 507, 510. 

Further, 

"The use of patents as references is not limited 
to what the patentees describe as their own 
inventions or to the problems with which they are 
concerned. They are part of the literature of the art, 
relevant for all they contain." In re Heck, 216 USPQ 
1038, 1039, also see, MPEP 2123. 
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In view of this, Tsukada '636 is considered to teach heating temperatures below 
Tsukada '636's disclosed preferred temperature range. 

Applicants' argument that the "specification shows that the lower temperature 
limit used in the process does not affect the properties of the crystals and particles" 
(Remarks page 6, last paragraph) is not persuasive. Applicants' have not specifically 
pointed to any section or data to support the statement that, "specification shows that 
the lower temperature limit used in the process does not affect the properties of the its 
crystals and particles". Applicants' general reference to the data in the specification 
with no explanation of what facts or data applicants are relying on is not persuasive, In 
re Borkowski 184 USPQ 29. Further, if applicants are referring to the data set forth in 
Table 1 of the specification, it is the Examiner's position that the data in Table 1 is 
based on pure iron powder (specification, page 12, line 15) whereas the instant claims 
are not so limited but rather encompass any metal magnetic particles. Accordingly, the 
data set forth in Table 1 is not commensurate in scope to the claims and is not 
persuasive, MPEP 716.02(d). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John P. Sheehan whose telephone number is (571) 
272-1249. The examiner can normally be reached on T-F (7:30-5:00) Second Monday 
Off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571 ) 272-1 244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/John P. Sheehan/ 

Primary Examiner, Art Unit 1793 



